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Visit the U.S. Patent and
Trademark Museum

Dedicated to Isaac Fleischmann

CURRENT EXHIBITS

Tall, Taller, Tallest: The Inventions That
Built Skyscrapers

Intellectual Property: Imagination Made Real

Patent and Trademark Office History

Trademarks: Fingerprints of Commerce

Special exhibits on African-American and
women inventors and entrepreneurs
The House that Innovation Built was the Patent and

Trademark Museum’s most popular exhibit. It opened during
National Inventors Month--August 1998--as a tribute to American inventors.
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Q. Todd Dickinson
Under Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark Office

Welcome to the first print edition of the United States Patent and Trademark Office’s quarterly magazine,
USPTO Today. Ifyou have not already done so, I also encourage you to check out our monthly on-line version
of USPTO Today at www.uspto.gov. [ hope you will find both publications a helpful resource for staying up-
to-date on developments at the USPTO and in the intellectual property world generally.

I am very pleased that the cover story of this inaugural print edition is an interview with Congressman Howard
Coble (R-NC), the dean of the North Carolina Congressional delegation and Chairman of the House Judiciary
Committee’s Courts and Intellectual Property Subcommittee.

Although Chairman Coble often describes himself as “an AM guy in an FM world,” the reality is quite the
opposite.

Chairman Coble is widely regarded as the point person in Congress on intellectual property (IP) matters —
and the foremost champion of IP protection. More than any other individual in Washington, he has been
instrumental in securing passage of a host of important IP legislation. For example, his steadfast efforts and
commitment were essential to passing the omnibus patent reform bill, the “American Inventors Protection Act
0f 1999.” Signed into law last November, the patent reform bill makes the most significant changes in our
patent law since 1952 and restructures our agency into a more business-like, customer-focused “performance-
based organization.” In fact, as we go to press with this spring issue, we are celebrating our new status as a
PBO, setting into motion our renewed commitment to enhanced customer service while also improving the
quality of worklife for our employees.

Having sufficient resources to operate effectively in this new environment is now more important than ever. As
you will read in the interview, Chairman Coble is also leading the fight to stop the annual diversion of USPTO
fee revenues to other government programs. In fact, he calls this his “number one priority.” We are very
appreciative of Chairman Coble’s leadership on this increasingly problematic situation.

One of the things that I have found particularly gratifying during my service at the USPTO is the extent to
which intellectual property issues are addressed in a bi-partisan manner. This is a tradition which I believe is

clearly in our nation’s best interest, and one for which we all owe a debt of gratitude to Chairman Coble.

I hope you enjoy the interview and the magazine.
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Cover Story

USPTO BECOMES
PERFORMANCE-BASED
ORGANIZATION

by Richard Maulsby, Office of Public Affairs

April 3 dawned dark and threaten-
ing in the Washington, DC area. But
over 2,000 United States Patent and
Trademark Office employees and
invited guests gathered in front of the
agency’s main headquarters building
in Arlington, Virginia to celebrate the
transformation of the USPTO into a
performance-based organization
(PBO) which took effect March 29.
In a hopeful sign of good times to
come the rain

over a 30-minute program. Con-
gressman Howard Coble, Chairman
of the USPTO’s oversight commit-
tee, joined Robert Mallet, Deputy
Secretary of Commerce, and Morley
Winograd, Senior Advisor to Vice
President Al Gore, and offered com-
ments and praise to mark the historic
occasion. Deputy Secretary Mallett
swore in Under Secretary Dickinson
and the new Commissioner for Pat-

ised more to come in the future. Im-
mediate steps include the elimination
of sign-in sheets for all employees
and an extension of flextime policies.
Vowing that there is more to come,
Director Dickinson promised em-
ployees a culture change. “As a
PBO, we’re going to strive to give
you the freedom to challenge the sta-
tus quo of our culture. We’re going
to encourage you to be creative, to

take initiative—to

held off and Q.

take risks and sug-

Todd Dickinson, “I congratulate the leaders at the Patent and Trademark Office gESt lt(lillngs thbat
Under Secretary and the Congress for taking the important step of creating shou ., ¢
of Commerce changed.

for Intellectual
Property and
Director of the
United States
Patent and

Trademark Of-
fice, presided

another Performance-Based Organization. We believe PBOs in
general provide the kind of work environment where inventors
and innovators can thrive. By reinventing the Patent and
Trademark Office and turning it into a PBO, we can more
efficiently serve America's entrepreneurs and innovators.”

Vice President Gore

Vice President
Gore and the Na-
tional Partnership
created the PBO
concept in March
1996 for Rein-

ty Secretary Mallet Swe

~Secretary of Commeriee fér ;I-’;?ﬂ;chu [ Property and
Director of the United States Patent and Trademark Office.
Dickinson's father, John Dickinson, holds the Bible.

ents, Nicholas
Godici, and Anne
Chasser as Com-
missioner  for
Trademarks.

In remarks pre-
pared for the cer-
emony, Under Sec-
retary Dickinson
announced a num-
ber of changes in
policies and pro-
cedures and prom-

venting Govern-
ment. The United States Patent and
Trademark Office is now the second
federal agency to become a PBO, fol-
lowing the Education Department’s
Office of Student Financial Assis-
tance. As a PBO, the USPTO will
become a results-driven organization
committed to accountability by hav-
ing clear objectives, specific measur-
able goals, customer service stan-
dards, and targets for improved per-
formance. All of these factors will
be included in the contracts of the
two operational heads of the agency,
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the Commissioner for Patents and the
Commissioner for Trademarks, each
of whom will have a five-year con-
tract. Each will be eligible for a
bonus of up to 50 percent of their
salary if the measurable goals are
met.

In exchange for its commitment to
accountability as a PBO, the USPTO
has been granted new managerial
flexibility that will enable it to oper-
ate more like a business. This in-
cludes greater autonomy over the
budget, hiring, and procurement.
The PBO status does not resolve the

Congressman Howard Coble and Morley
Winograd, senior advisor to the vice presi-
dent, joined USPTO employees in the cel-
ebration.
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small today—the simple addition of
the words “United States” to the of-
ficial name and to the seal. But that
change symbolizes the very heart of
a performance-based organization—
putting the customer first. The
United States Patent and Trademark
Office’s customers deserve the very

best and the organization will deliver.

fee retention issue,

however.
Deputy Secre-

. . tary Mallet and
In his remarks on April Under Secre-
3, Under Secretary tary Dickinson
Dickinson noted that, cut the PBO
“the outward visible (peach,  ba-

nana,

signs of change are orange) cake.

“I am confident that the Patent and Trademark Office’s transition

into a customer-focused PBO will improve government effective-

ness and increase public confidence in government operations.”
Commerce Secretary William M. Daley




Under Secretary
Dickinson Initiates

Action Plan for Business

Method Patents

by Richard Maulsby
Office of Public Affairs

“A second set of eyes to ensure
highest-quality patents”
Q. Todd Dickinson

Todd Dickinson, Under
Secretary of Commerce for
Intellectual Property and

Director of the United States Patent
and Trademark Office, announced on
March 29, 2000, a new initiative to
ensure that patents granted for soft-
ware-implemented business methods
are of the highest quality and ben-
efit to the growing electronic com-
merce industry.

In his remarks to the San Francisco
Intellectual Property Law Associa-
tion Conference on Electronic Com-
merce and Internet Issues, Dickinson
revealed the details of a new Busi-
ness Method Patent Action Plan.
Among the highlights of this action
plan are to formalize a customer
partnership relationship with the
software, e-commerce, and Internet
industry and enhance quality man-
agement in the patent application
process.

E-commerce related patent applica-
tions have doubled between 1998 and
1999. The issue of patentability of
such software patents, while a con-
tinuing matter of public discussion
in some quarters, is firmly estab-
lished legally. “The patentability of

software has continued to be upheld,
” Dickinson said, “therefore the role
of the USPTO is to ensure that the
patents issued are of the highest qual-
ity, and that means doing the best job
that we can.”

E-commerce is an extremely impor-
tant component of today’s booming
technology-driven economy, and the
need to ensure quality in the patent
process has never been higher. Qual-
ity management has been the Under
Secretary’s top priority since his
appointment as Deputy Commis-
sioner of Patents and Trademarks in
1998. The ability to be responsive
to the organization’s customers, in-
cluding the public, is the paramount
rationale for recasting the USPTO
asa PBO. On the issue of business
method patents, the organization is
responding to the concerns of its cus-
tomers and the public.

Other aspects of the Action Plan in-
clude enhanced training of patent ex-
aminers; a new second-level review
of all Class 705 (business method
patents) applications; and the con-
vening of a roundtable forum with
stakeholders on the issues surround-
ing this technology area.
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BUSINESS METHOD PATENT INITIATIVE:
AN ACTION PLLAN

INDUSTRY OUTREACH

1. Customer Partnership: Establish a formal customer partnership with the software, Internet, and electronic
commerce industry similar to that in place with the biotechnology industry. The partnership will meet quar-
terly to discuss mutual concerns, share USPTO plans and operational efforts in this technology area, and
discuss solutions to common problems.

2. Roundtable Forum: The USPTO will convene a roundtable forum with stakeholders in summer 2000 to
discuss issues and possible solutions surrounding business method patents. [For further information on the
roundtable, contact Gerald Goldberg at 703/305-9700.]

3. Industry Feedback: A greater effort will be made to obtain industry feedback on prior art resources used by
the USPTO, solicit input on other databases and information collections and sources, and expand prior art
collections.

QUALITY

1. Enhance Technical Training:

Enhance technical currency for examiners and continue current training efforts/partnerships with indus-
try associations and various individual corporate sponsors.

Business practice specialists will be pursued to serve as a resource for examiners on alleged common or
well known industry practices, terminology scope and meaning, and industry standards in four basic
areas: banking/finance, general e-commerce, insurance, and Internet infrastructure.

The USPTO will publish the areas of training needs for comment and offers to provide such training.

2. Revise Examination Guidelines: The Examination Guidelines for Computer-Related Inventions and the rel-
evant training examples will be revised in light of the State Street Bank and AT&T v. Excel decisions.

3. Expand Current Search Activities:

Mandatory Search: A mandatory search for all applications in Class 705 to include a classified U.S. patent
document search, and a text search of U.S. patent documents, foreign patent documents, and non-patent
literature (NPL), with NPL searches to include required search areas mapped/correlated to U.S. classification
system for Class 705, which will provide a more fully developed prior art record;

Second Review: A new second-level review of all allowed applications in Class 705 will be required, with an
eye toward ensuring compliance with search requirements, reasons for allowance, and a determination whether
the scope of the claims should be reconsidered; and

Expand Sampling Size: The sampling size for quality review by the Office of Patent Quality Review will be

substantially expanded, and a new in-process review of Office actions will be introduced with an emphasis on
the field of search of the prior art and patentability determinations under 102/103.
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It’s All in the

Claims

Do you ever wonder why U. S. patents issue on inven-
tions with titles, such as, “Electronic Wallet System”l,
“On-Line Shopping System”2 or “Office-Supplies Man-
agement Systems”3? Can technology described in such
common terms really be new? As
an old cliché goes, “You never judge
abook by its cover!” Well, the same
should be said about U.S. patents.
Never judge a patent by its
title!—as a matter of fact, you
can’t judge a patent by its title,

the drawings, the abstract, or

even the detailed disclosure. V)

With respect to patents, it is

the claims that count. v
v

Unfortunately, too many pun-
dits completely ignore a
patent’s claims and make judg-
ments based solely on the patent’s
title or abstract. This is particularly
true in one of the current hot-
spots of intellectual prop-
erty—software and busi-
ness method patents.
Many of those comment-
ing on software and busi-
ness method patents focus
on the broad idea or concepts
embodied in the disclosure with

little or no analysis of the heart of the patent, the claims.
Such slipshod analysis, although quick to grab your at-
tention, is extremely misleading about the actual legal
rights conveyed in the patent.

The claims in a patent describe an invention without
unnecessary details and recite all essential features nec-
essary to distinguish the new invention from what is
old. It is these claims that grant the intellectual prop-
erty rights, defining the metes and bounds for the pro-
tection granted in the patent, and describing what the
patentee may exclude others from making and using dur-
ing the term of the patent.

10

Don’t judge software and
business method patents
before reading their claims

by Todd Voeltz, Supervisory Patent Examiner,
Art Unit 2761

Claims, however, cannot be interpreted in a vacuum.
An accurate reading of claims must be done in the con-
text of the specifications by someone skilled in the
invention’s technology. The burden of proof for deter-
mining the patentability of the claims in an application
is on the patent examiner, who is a highly skilled pro-

fessional in the technology being ex-

amined.
E The claims in a patent application
define the scope of the invention and
serve to determine whether the in-
vention is patentable over the prior

art. Once patented, the claims in a
U.S. patent define the scope of pro-
tection afforded by the patent. It
is the claims and not the specifica-

ﬁ tion that serve to determine

whether a U.S. patent is infringed
upon by the actions of someone
else. That determination is made
by the courts.

Examination and interpreta-
tion of patents are a com-
plex amalgam of science
and intellectual property
law, making it impossible
for one to merely look to the
title, specification, and/or

drawings of a patent and pass
judgment on its validity. So the
next time you see an article or commentary questioning
a patent because the idea is old or well known, remem-
ber that the truth is in the claims.

1. United States Patent 5,987,438, Issued November 16, 1999.
2. United States Patent 5,983,199, Issued November 9, 1999.
3. United States patent 5,983,202, Issued November 9, 1999.

Brigid Quinn, Office of Public Affairs, contributed to this
article.
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Are Biotechnology
Patents Important?

by Lila Feisee,
Technology Center 1600

In the early 1900s, the bulk of
all patents covered bicycle-re-
lated technology. As the 20th
century progressed, patents
covered space technology,
computer technology, and bio-
technology. Now, genomics
and bioinformatics--the tech-
nology that brings together bi-
ology and chemistry into the
information technology era--
are opening the door for new
discovery. Advances in these
areas--which are reflected in
the USPTO’s workload--have
led to discoveries that would
have been almost unimagin-
able only a few years ago.

Biotechnology is one of the most re-
search intensive and innovative in-
dustries in the global economy to-
day. While the promise of new dis-
covery is great, this does not come
without cost. It takes hundreds of
millions of dollars to bring a new
pharmaceutical to the market place.

That is where patents play an invalu-
able role.

The financial incentive of patents is
critical for attracting capital for the
research that is necessary for devel-
oping and marketing these discover-
ies. Without patent protection, there
would be little incentive for inves-
tors to risk their financing--and many
of the potential benefits of biotech-
nology would never come to fruition.

Spring 2000

Patent protection in the area

of biotechnology also ben-

efits society by providing the
means to reduce disease and
suffering for both humans and
animals. One such area is the
detection of genes that cause or in-
crease the likelihood of contracting
certain diseases. For example, re-
searchers have discovered genes that
may hold the key for finding cures
to diseases such a Parkinsons,
Alzheimers, and colon, breast, and
ovarian cancers, which claim mil-
lions of lives every year. Such re-
sults promote and enhance the dig-
nity and quality of life.

The discoveries in agricultural bio-
technology are also extraordinary.
For example, researchers have engi-
neered genetically modified crops
that are resistent to disease and less

Pl
e

dependent on pesticides, fertilizers,
and irrigation. These crops offer real
hope for enhancing food production
and feeding the estimated 800 mil-
lion people world-wide who are
chronically undernourished.

Biotechnology is
also leading to cut-
ting-edge discover-
ies where disease
prevention and agri-
cultural production
converge. Scien-
tists, for example,
are now working to
transfer the genetic
code for the Hepati-
tis B vaccine into
bananas in order to
provide an easy and
affordable method
for innoculating
people in poor na-
tions.

Yes!

o

Biotechnology patents allow for the
dissemination of potentially valuable
scientific information to the public.
The availability of the information
disclosed in biotechnology patents
enables others in the field of science
to build on earlier discoveries. Not
only can other researchers use the
information in a patent, but by dis-
closing cutting edge scientific infor-
mation, the patent system avoids ex-
pensive duplication of research ef-
forts. It is only with the patenting of
biotechnology that some companies,
particularly small companies, can
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raise capital to bring beneficial prod-
ucts to the market place or fund fur-
ther research. In addition, this capi-
tal provides jobs that represent an
immediate public benefit indepen-
dent of the technological benefits.
Continuing employment opportuni-
ties represent a national resource for
the future as the youth of today are
encouraged to become the scientists
and inventors of tomorrow. The
patent system not only fosters our
society today, but also ensures our
future ability to innovate and grow.

Innovations in biotechnology are in-
cremental and have resulted in new
areas of research and development
in such areas as genomics and
bioinformatics. This can be seen in
such areas as the Human Genome
Project and research into genes, ex-
pressed sequence tags (ESTs), poly-
morphisms including restriction
fragment
length poly-
morphisms
(RFLPs), vari-
able nucleotide
type polymor-
phisms
(VNTRs), and
single nucle-
otide polymor-
phisms (SNPs).

Gene discovery has been a prime
area of research in biotechnology, es-
pecially as it relates to the determi-
nation of the underlying basis of hu-
man disease. One specific goal of
the human genome project has been
to facilitate the discovery of genes
that cause or contribute to human
diseases. The granting of patents to
genes allows inventors to obtain pri-
vate sector funding for the develop-
ment of methods of disease diagno-
sis and treatment. This additional
capital obtained from private sources
(such as venture capitalists) acts to
supplement the increasingly limited

funds available in the public sector
(such as the National Institutes of
Health and the National Cancer In-
stitute). This synergism between pri-
vate and public sector funding is evi-
denced by the nature and extent of
subject matter that has been the ob-
ject of patent protection.

For example, U.S. Patent

5,777,093, issued to Shiloh,

Tagle, and Collins on Janu-

ary 12, 1999, is di-

rected to nucleic ac-

ids encoding mutant

forms of the gene

that causes ataxi-te-

langiectasia (AT).

AT is a genetic dis-

ease that affects the

skin, nervous system,

and immune system and is

present in approximately 2 in

100,000 individuals. The cloning of

this gene has allowed

the development of di-

agnostic methods as
well as screening pro-
cedures to facilitate
discovery of drugs
that might be valu-

able for the treatment of

this disease.

U.S. Patent 5,888,722, issued to
Costa De Beauregard et al., is di-
rected to the gene that causes cystic
fibrosis (CF). CF affects approxi-
mately 1in 2,000 live births in North
America and about 1 in 20 persons
are carriers of the disease. The pat-
ented subject matter resulted from
worldwide research efforts. This
patent, while securing intellectual
property rights to some mutant forms
of'the CF gene, did not affect the de-
velopment of diagnostic methods for
screening subjects for the presence
of CF related genes. This patent also
demonstrates the increasing support
that the patent system plays in inter-
national commerce and discovery.

The international economy and its
underlying support in the intellectual
property arena, is facilitating coop-
eration between inventors. This co-
operation bridges national bound-
aries and serves to bring together in-
novators from around the world. By
fostering this type of interaction, co-
operation between the
members of the brain
trust of the world is
occurring at an in-
creasing rate, and
the ultimate ben-
eficiary is the
public. Inven-
tions that serve
the public good
are commercially
successful and
benefit everyone.

The development of disease resistant
plants such as cucumbers, squash,
melons and pumpkins (U.S. Patent
5,514,570) is a perfect example of
how the patent system promotes dis-
semination of information. U.S.
Patent 5,780,709 claims transgenic
plants that exhibit increased toler-
ance to drought and salt resistance.
With an ever expanding human
population coupled with increasingly
scarce agricultural resources, agri-
cultural innovation is an essential el-
ement of our collective futures. The
patent system serves as one leg that
supports continued growth in this
area.

With the growth of biotechnology
have come significant changes in the
process of research, development,
and commercialization and the emer-
gence of entirely new areas of inno-
vation and discovery. For example,
instead of working from the sequence
of a known gene, many groups are
now focusing on elucidating the sig-
nificance of unidentified, but
uncharacterized cDNA sequences.
“Data mining” provides another re-
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The patentability standard for biotech inventions that has guided the USPTO since the Supreme Court’s 1980
decision in Diamond v. Chakrabarty is that a product of nature, transformed by humans, can be patented if it
is new, useful, and non-obvious, and if the patent application provides an adequate written description of the
invention that enables a person skilled in the art to make and use it. Products produced from raw materials,
giving these materials new forms, qualities, properties, or combinations, are patentable subject matter.

In fact, in order to ensure that patent applications comply with the utility requirement as enunciated by the
Supreme Court, the USPTO has recently raised the bar on patentability through its new “Revised Interim
Utility Examination Guidelines.” These revised guidelines, which were open for public comment through
March 22 and are available on the USPTO Website, require patent applicants to explicitly identify, unless
already well-established, the specific, substantial, and credible utility for all inventions, including genes and
gene products.

The USPTO is cognizant of the concerns some people have about patenting gene fragments, and the agency
continues to take steps to ensure that patent applications in these areas are meticulously scrutinized for an
adequate written description, sufficiency of the disclosure, and enabled utilities, in accordance with the stan-
dards set forth by our reviewing courts.

Also on theWebsite are new training materials on these guidelines, which will assist individuals in drafting
patent applications and responding to the office when utility issues are raised during the examination of a
patent application. The training materials pertain to all technologies, but they include specific examples in the
biotech area.

Also new to the Website are “Revised Interim Written Description Guidelines, which were also open for
public comment through March 22, and training materials on these guidelines.

source for scientists to identify po-
tentially useful biological molecules.
Scientists are also able to discover
genetic links to previously
untreatable illnesses. These discov-
eries are not only pushing back the
frontiers of medicine, but also chal-
lenging conventional assumptions re-
garding the feasibility of treating
such illnesses.

Are biotechnology patents impor-
tant? The answer to this question is
plainly yes. The reality is that bio-
technology research provides us with
great opportunities from eliminating
and treating debilitating and deadly
diseases to providing sufficient food
for the world’s ever-increasing popu-
lation. Strong and effective patent
protection will encourage research

and development as they have served
other areas of technological devel-
opments that have emerged. New
jobs, new discoveries, new therapies,
better life quality, are all supported
by a strong patent system. Biotech-
nology is part of this system.

Tod Preston, Office of the Under
Secretary, contributed to this article.

USPTO/BIO Open House
October 18, 2000

Spring 2000
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by Tod Preston, Office of the
Under Secretary, with the
Office of Legislative and
International Affairs

Recent Legislation and Its Impact on USPTO

efore adjourning for the 1999
B legislative session, Congress

passed landmark patent re-
form legislation that will have a num-
ber of significant impacts on the U.S.
Patent and Trademark Office. This
action came after four years of often
acrimonious debate, and it represents
an important step forward for the U.
S. patent system and the USPTO.

The patent measures, which are part
of the $390 billion omnibus spend-
ing package signed by the President
on November 29, 1999 (P.L. 106-
113), contain the most significant
changes in our patent system since
passage of the 1952 Patent Act. They
will fundamentally restructure the
USPTO and alter the nature of the
agency’s operations. Perhaps most
importantly, they will enable the
USPTO to provide better services and
be more responsive to its customers.

Performance Based Organization
One of the most significant portions

of the patent reform bill is its re-
structuring of the USPTO into a
performance-based organization, or
PBO, which took effect March 29,
2000. In fact, the USPTO will now
be only the second federal agency
in history to be a PBO, after the
Education Department’s Office of
Student Financial Assistance.

In keeping with Vice President
Gore’s successful reinventing gov-
ernment initiatives, the PBO provi-
sions give the USPTO the flexibil-
ity and independence to operate
more like a business, with greater
autonomy over its budget, hiring,
and procurement. As a PBO, the
USPTO will be exempt from em-
ployee hiring caps, and the individu-
als who serve as the new Commis-
sioner of Patents and the Commis-

sioner of Trademarks will be eligible
for performance-based bonuses.

The PBO title envisions the USPTO
as an organization with two separate
operating units: the Patent Office and
the Trademark Office. The agency
will be headed by an individual, ap-
pointed by the President, with the
dual title of Under Secretary of Com-
merce for Intellectual Property and
Director of the USPTO. The Secre-
tary will appoint a Commissioner for
Patents and a Commissioner for
Trademarks, each for five-year
terms. A Patent Public Advisory
Committee and a Trademark Public
Advisory Committee, each with nine
members, will also be established to
advise the Director on agency poli-
cies, goals, performance, budgets,
and user fees. Representatives of
USPTO employee unions will be
able to serve as non-voting members
on both committees.
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Unfortunately, the PBO provisions
do not solve USPTO’s ongoing bud-
get shortfalls that result from the di-
version of fee revenues. This is be-
cause the USPTO is still subject to
the annual Congressional appropria-
tions process.

Pre-Grant Publication

Of all the bill’s substantive patent
law provisions, the pre-grant publi-
cation of patent applications will
likely have the greatest impact on
USPTO operations. Effective No-
vember 29, 2000, patent applications
also filed abroad will be published
18 months after the U.S. filing date,
unless the applicant requests other-
wise upon filing and states that the
invention has not been and will not
be the subject of an application filed
in a foreign country.

This publication will allow Ameri-
can inventors to see an English lan-
guage translation of the technology
that their foreign counterparts are
seeking to protect at a much earlier
point than today. It will give appli-
cants a reasonable head start and
allow others to understand the state
of the art so that they can improve
upon it and make wise R&D invest-
ment decisions. In addition, because
the USPTO will be publishing patent
applications, more prior art will be
available than ever before.

The USPTO has a number of deci-
sions to make about the nature of this
publication. While the decision has
been made that it will be in electronic
form, the USPTO still must decide
if the publication will be of the ap-
plication as originally filed or as it
looks later on in the process. More-
over, it has not been determined how
much public access will be provided
to the applications.

The USPTO’s over-arching goal is

Spring 2000

to put out a meaningful publication,
at a reasonable cost, that is useful
for both examiners and the public as
awhole.

Term Extension

The bill’s provisions to help guar-

antee a 1 7-year patent term for dili-

gent applicants go into effect on May

29,2000. Although this will not be

an issue in most cases, day-for-day

extensions of patent term will be
made available for the USPTO’s fail-
ure to:

e notify an applicant of rejection
or allowance of a claim within
14 months after filing;

e respond to an appeal or a reply
to an office action within 4
months;

e act on application within 4
months after a decision by the
Board of Patent Appeals and
Interferences or a decision by a
federal court; and

e issue a patent within 4 months
after the issue fee was paid.

Fortunately, the USPTO currently
meets these time frames in most tech-
nology areas. Still, these deadlines
have major financial and human re-
sources implications.

Optional Inter-Partes
Reexamination

The final, key patent law revision in
the bill establishes a reexamination
alternative that would expand the
participation of third-party request-
ers. It is designed to reduce litiga-
tion in district courts and make
patent reexamination a more viable
and affordable alternative to litiga-
tion.

Specifically, the bill gives third-party
requesters the option of inter-partes
reexamination procedures, in addi-
tion to current ex parte reexam. The
third party is provided the opportu-

nity to respond, in writing, to an ac-
tion by a patent examiner, but only
when the patent owner does so.
Those third-party requesters would
not be able to appeal adverse deci-
sions outside the USPTO and would
not be able to challenge, in a later
civil action, any fact determined dur-
ing the process of the reexamination.

As this is the USPTO?’s first effort
at inter-partes reexamination, it pre-
sents some challenges. Rules and
processes must be put into place in
order to ensure timely handling of
cases, while at the same time having
measures in place to tackle inappro-
priate delaying tactics.

Patent and Trademark Fees

The final rule for the fee provisions
in the statute was published in the
Federal Register on December 3,
1999. The $70 reduction in patent
filing fees and the $110 reduction in
patent maintenance fees took effect
on December 29, 1999. This is the
second year in a row patent fees have
been reduced, saving inventors about
$30 million annually. The adjust-
ment in trademark fees took effect
on January 10, 2000.

Invention Promotion Scams
Although the new rules for helping
to protect inventors against decep-
tive practices of invention promotion
companies have not been completed,
they will provide several procedures
to assist inventors. For example, fil-
ing complaints involving invention
promoters, procedures for notifying
the invention promoter of the com-
plaint, procedures for an invention
promoter to reply to the complaint,
and public access to the complaint
and the reply will help to counter
scams.

Continued on page 17
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New Tools
to Fight Scams

USPTO embarks on a TV/Radio
campaign and will publish complaints
concerning invention marketing firms

by Donald Grant Kelly, Former Director, Office of
Independent Inventor Programs

Skip the scam! warns the announcer on the U.S.
Patent and Trademark Office’s national media adver-
tisement. Produced as public service announcements,
these 30- and 60-second TV/radio spots reflect USPTO’s
ongoing campaign to counter the nationwide marketing
efforts of scandalous invention promotion firms. Each
year, such scams are known to take $200 million or
more from the pockets of would-be entrepreneurs, all
too often impacting those who can least afford it—the
poor and the elderly. Anxious to hear flattering feed-
back about their inventions, novice inventors fall easy
prey to the practiced dialogue of invention promotion
firm salesmen.

An initiative of the Office of Independent Inventor Pro-
grams, the USPTO’s anti-scam campaign includes the
distribution of the media spots for voluntary broadcasts
by radio and TV stations throughout the country. Addi-
tionally, the USPTO has sponsored paid announcements
in cities in the states of Florida and California where
such scams are rampant.

Scandalous invention
promotion firms steal millions
Yrom would-be entrepreneurs.

Partnering in the media distribution efforts will be the
Federal Trade Commission, concentrating in the many
regions where the FTC has offices and network connec-
tions. Others stepping in to help with this massive un-
dertaking will be the American Bar Association/Intel-
lectual Property Law Section, and inventor organiza-
tions under the umbrella of the United Inventors Asso-
ciation of the USA.

The recently passed Patent Reform Bill provides the
USPTO a new mechanism to bolster continuing efforts
to counter scurrilous invention promotion services.
Shortly the USPTO will begin exercising its new au-
thority to accept complaints about invention promoters.
After giving the invention promoters a reasonable op-
portunity to respond, the Office of Independent Inven-
tor Programs will make the complaints available, along
with the promoters’ responses, if any.

The USPTO will take no action against invention pro-
moters, but the newly created complaint register will
provide an invaluable point of reference for inventors
and small businesses struggling to navigate the path-
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way from workbench to market. Plans are to pub-
lish the complaint register on the USPTO’s Home
Page, and to make it readily available in the USPTO’s
Public Search Room.

Of course, reputable invention promoters do exist,
and their capable services can be crucial to inventors
seeking evaluations, market analyses, and prospec-
tive manufacturers. Recognizing the scam can be dif-
ficult for the untutored. But, there are a few common
traits that should signal a need for caution.

Reputable invention promoters do not set unreason-
able fees, and may often base their charges on a per-
centage of subsequent income from the invention.
Large up-front fees, significant step-up charges, and
credit schemes are typical of the scam perpetrators.
While a patent search may be offered at what ap-
pears to be a competitive price, the searches by dis-
reputable firms are usually found to be cursory and
worthless.

The poorly executed patent search most often is fol-
lowed by a glowing report and the hustler’s push to
immediately step-up to a high-priced plan, complete
with a contract schedule of “easy payments.” Ulti-
mately, no useful services or promotion results are
provided by the invention promotion firm, yet pay-
ments under the contracted payment plans continue
to be demanded. Rip-off firms are known to charge
astronomical fees, as much as $800 for “registering”
the inventor’s idea with the USPTO. The registra-
tion is, in fact, no more than the $10 filing under the
USPTO’s Disclosure Document Program.

The most obvious clue in identifying disreputable
firms is their reluctance to name successful inventor
customers as business references. This is due to the
fact that successful customers simply don’t exist. It
is hoped that the USPTO’s media campaign, coupled
with the new complaint register, will raise public
awareness of the dangers posed by fraudulent inven-
tion promotion firms, and that inventors will quickly
learn to skip the scam.

For more information on these initiatives, contact the
Office of Independent Inventor Programs by e-mail
at IndependentInventor@uspto.gov or by telephone
at(703) 306-5568. Also, check the PTO’s Home Page
at www.uspto.gov and “click” the Inventors Resource
button.
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Changes continued from page 15

Implementing all of these changes in the statute is
going to be quite an undertaking and will cost be-
tween $10-$20 million. Given that the USPTO’s fis-
cal year 2000 budget is $30 million less than re-
quested, and that Congress has limited our access to
fees earned from incoming work in excess of our pro-
jections, the USPTO faces some difficult decisions in
the months ahead.

Of course, even with these difficulties, the statute’s
organizational and patent law changes will go a long
way in helping the USPTO and the U.S. intellectual
property system meet the challenges of the 215t cen-
tury. Taken together, the provisions represent an im-
portant step forward for the agency.

Key Provisions of P.L. 106-113

e Title A provides new measures to protect inven-
tors against deceptive practices of invention promo-
tion companies.

e  Title B reduces patent filing fees by $50 and
patent maintenance fees by $110. This is the second
year in a row patent fees have been reduced, and it
will save inventors about $30 million annually. Title
B also allows adjustment of trademark fees to en-
sure that trademark operations aren’t subsidized by
patent fees.

e  Title C provides a limited defense against patent
infringement to inventors who developed and used a
business method prior to that method being patented
by another party.

e Title D guarantees a minimum 17-year patent
term for diligent applicants, so that they are not pe-
nalized for certain USPTO processing delays or for
delays in the prosecution of applications pending
more than three years. Day-for-day extensions of
patent term would be available for delays in issu-
ance of a patent due to interference proceedings, se-
crecy orders, and appellate review.

e Title E requires publication of patent applica-
tions 18 months after filing, unless the applicant re-
quests otherwise upon filing and states that the in-
vention has not been the subject of an application
filed abroad.

continued on page 39
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Quality is
Up at the
USPTO

Business at the USPTO is booming.
Patent filings are up over 25 percent
in the last two years, and trademark
applications are up nearly 25 per-
cent this year alone. In fact, our
workload is up over 60 percent since
the beginning of the Clinton/Gore
Administration.

This past year we received 270,000
patent applications and granted
161,000 patents. We received
290,000 trademark applications and
registered 104,000 marks.

The challenges of managing this
growth, improving the quality of the
work we do, and preparing our in-
tellectual property systems for the
demands of the global electronic
marketplace are significant. Thanks
to the dedication and commitment of
all our employees, however, the
USPTO is rising to meet these chal-
lenges.

Our overarching goal at the USPTO
is to provide our customers with the
highest level of quality and service
in all aspects of our operations. Our
customers, of course, determine

quality.

That is why for the last four years
the PTO has mailed out comprehen-
sive surveys to our patent and trade-
mark customers. In 1999, for ex-
ample, we mailed out more than
7,500 patent surveys and received re-

from PTO TODAY Online,
January2000,
Commissioner's Page

sponses from 35 per-
cent of those sur-
veyed. Of the respon-
dents to the patent
survey, 66 percent
were from law firms,
16 percent were from
large businesses and 11 percent were
individual inventors. About 75 per-
cent of the respondents contact the
USPTO often during the year. Over
80 percent of the respondents are
continuous customers and another 7
percent are frequent customers.

In Trademarks, 1,200 surveys were
mailed out with a 41 percent re-
sponse rate. About 75 percent of
respondents in Trademarks were
from law firms, 12 percent from
large businesses, and 3 percent were
individual applicants. Over 70 per-
cent of trademark respondents iden-
tified themselves as continuous cus-
tomers of the USPTO and 8 percent
as frequent customers.

What were the results of these sur-
veys? Well, I am very pleased to
report that our customers have given
us good news: quality is up at the
USPTO — in virtually every area.
Overall, customer satisfaction in the
patent and trademark areas increased
by 5 percentage points and 6 percent-
age points, respectively. Below are
the results of the surveys in more de-
tail.

\
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v

I am extremely
pleased with the
overall outcome of
this survey. USPTO
employees have
worked hard over the
last year to improve
pendency, quality, and customer ser-
vices. We have achieved success in
many areas. As pleased as we are to
see customer satisfaction increase,
however, we recognize the need for
even greater improvement. There-
fore, our efforts to increase quality
in all areas—particularly those of
customer concern—will continue
throughout 2000 and beyond.

Customer Survey Results

Patents

In the patent area, overall satisfac-
tion stands at 57 percent, up from
52 percent a year ago. That is the
largest increase in the history of the
surveys. Not only that, the dissatis-
faction rate dropped 5 percentage
points — to below 20 percent. Ad-
ditionally, all the key drivers of cus-
tomer satisfaction showed significant
improvements, between 7 and 11
percent. Responses to 27 of 29
items in the patent area improved
over last year, and the majority of
the improvements are in the 6 to 10
percentage point range.
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Satisfaction with the quality of our
patent searches, one of the key driv-
ers of overall customer satisfaction,
increased 8 percentage points. In
fact, we have seen a nearly 20 per-
centage point increase in satisfaction
with search quality in the last three
years.

In looking at the patent survey over-
all, respondents were most satisfied
with the courtesy of the USPTO
staff, the application process, the
outcome of the examination process,
and examination quality. All ofthese
key items are indicative of the high
level of interest Patent employees
have demonstrated in providing good
customer service. Respondents were
least satisfied with the handling of
problems, timeliness of the process
and certain timeliness standards such
as status letters, faxes and filing no-
tices. The USPTO continues to work
to improve these areas.

In comparing survey results to 1998,
over one-third of respondents re-
ported better service in the timeliness
of filing receipts, the timeliness of
the patent grant, and in the proac-
tive, individualized service they now
experience. The only area where
about one third reported inferior ser-
vice was in the accuracy of filing
receipts, and the USPTO has a new
quality initiative dedicated to im-
proving this area.

Trademarks

In the trademark area, overall satis-
faction increased by 6 percentage
points to 69 percent and dissatisfac-
tion declined by 3 percent. This is
the largest increase in customer sat-
isfaction we’ve ever seen in trade-
marks. All comparable items im-
proved in satisfaction over 1998 lev-
els and 15 of 27 items improved by
more than 5 percent.
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In looking at the trademark survey
overall, respondents were most sat-
isfied with the courtesy of the trade-
mark staff, the use of the phone by
employees to deal with examination
issues, and the amount of time
needed to submit required informa-
tion. Respondents were least satis-
fied with handling of delays and with
the amount of time needed to get clas-
sified and unclassified paper copies
to the Trademark Search Library.

The timely mailing of abandonment
notices, fairness of the examination
process, and the timely response to
status letters and phone calls had the
largest increases in satisfaction from
1998. Eighty-seven percent of the
respondents expressed satisfaction
with the courteousness of their treat-
ment, and 77 percent indicated sat-
isfaction with the clarity of examin-
ing attorney communications.

The Trademark Electronic Applica-
tion Filing System (e-TEAS) also
received high marks from its users.
Even though there was a small num-
ber of respondents in this area, 80
percent of those responding were
satisfied with ease of access to the
electronic filing system, ease of use
of the on-line form, clarity of instruc-
tion, and ease of payment.

Our Customers Told Us...
Respondents were given the oppor-
tunity to write in their comments
about positive and negative experi-
ences with USPTO services. Pat-
ents respondents used this opportu-
nity to tell us how we are doing, as
did 69 percent of trademark respon-
dents. This is a very high written
comment response rate for a survey
of this type. We are very pleased
that our customers want to have their
voices heard.

Let me share some actual quotes
from the surveys with you. You will
notice that the comments are consis-
tent with the quantitative findings.

Our patent customers told us:

o “lampleasedwith the customer
approach to processing patent
applications as opposed to the
previous,sometimes adversarial
approach.”

o “Examiners seem flexible and
interested in working with ap-
plicants to allow patentable
subject matter to grant.”

o “Improvements in performance
and professionalism among
USPTO examiners and staff
have been noticeable over the
last 5 years. Costs have also
been managed well. We con-
tinue to be impressed by the
quality of our patent office, par-
ticularly in comparison to some
foreign patent offices where ex-
pediency, economy, and cour-
tesy are seldom encountered.”

Our trademark customers told us:

o “The examiners are often eager
to work with you, and to explain
their positions.”

e “Examining attorneys seem to
make an effort to handle infor-
malities over the telephone
which often accelerates the reg-
istration process 6 or more
months.”

o “The trademark examining at-
torneys are knowledgeable,
helpful, friendly. They are pro-
active. They all care about the
process and about the ultimate
client, the applicant! Far more
helpful than the typical U.S.
Government employee.”
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Online!

The USPTQO’s Trademark
Electronic Application
System saves applicants
time and money.

The U.S. Patent and Trademark Of-
fice is pleased with the success of
TEAS—the Trademark Electronic
Application System. Although only
about 6 percent of trademark appli-
cants are using TEAS now, as more
people learn of the advantages to us-
ing TEAS over paper filing, they are
using the electronic system very ef-
fectively. Electronic filings have in-
creased dramatically over the past
year. In September 1999, 2,602 ap-
plications were filed using e-TEAS
up from 968 filed in December 1998.

TEAS allows an applicant to fill out
an application form and check it for
completeness on-line. Using e-
TEAS, an applicant then submits the
application directly to the USPTO
over the Internet, paying by credit
card or deposit account. Or, using
PrinTEAS, the applicant prints out
the completed application for mail-
ing to the USPTO, paying by check
or deposit account.

When you use e-TEAS, a temporary
receipt with the serial number is is-
sued moments after filing, and an
electronic message is sent via e-mail
to confirm receipt. The web site
server is open 24 hours a day, 7 days
a week, 365 days a year and issues
a filing date up until midnight EST.

by Jessie Marshall, Office of the Commissioner for Trademarks

Electronic filing has many advan-

tages over filing on paper via mail

or express delivery services, includ-
ing:

e A dramatic increase in the speed
with which applications can be
filed;

e The ability to receive a filing
date up until midnight EST
rather than an earlier time (of-
ten 5 p.m.) using the U.S. Postal
Service Express Mail certificate
procedure;

e Saving a great deal of money
on Express Mail postage and
fax charges and/or courier de-
livery costs, because electronic
applications are created, re-
viewed and filed electronically
using the Internet; and

e  More efficient review of appli-
cations because they are in a
standard format recommended
by the USPTO.

Many attorneys express a concern
about obtaining the signature of
their client on the application be-
cause the client is in another city.
This concern was resolved by mak-
ing the application “portable,”
which means that it can be filled out
by the applicant’s attorney and e-
mailed to the applicant for signa-
ture, and then returned by e-mail to
the attorney for filing at the USPTO.
The signature that is used is any
combination of alpha-numeric char-
acters placed between two forward
slash symbols (/). For example, /
john smith/ or /js/ or /s123/ would
all be acceptable signatures. This is

totally at the discretion of the signa-
tory, and does not require approval
by the USPTO.

[NOTE: Effective October 30, 1999,
the Trademark Law Treaty Implemen-
tation Act eliminated the specification
of the appropriate person to sign on
behalf of an applicant, which makes the
signature requirement less cumber-
some.]

Because electronic applications can
be prepared and passed around via
e-mail almost instantaneously, the
speed for filing can increase dramati-
cally. For example, a large multi-
national corporation based in Europe
that has used the system extensively
has cut the average time to file an
application from five to seven work-
ing days to less than two. In the past,
they drafted applications on a word
processor in the United States, e-
mailed them to Europe to be printed
out, signed, and then faxed or mailed
them back to their U.S. office to be
filed at the PTO. Their e-TEAS ap-
plications are filed by counsel in the
U.S., sent via Internet e-mail to Eu-
rope, signed electronically, and re-
turned to counsel in the U.S. for im-
mediate filing. In one urgent situa-
tion, an application was drafted in
the United States, sent via e-mail to
Europe, signed, returned, and filed
at the U.S. Trademark Office in just
32 minutes.

The extended operating hours of the
e-TEAS system also offers substan-
tial benefits. Because six-month
Paris Convention priority deadlines
are statutory, being able to file so
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quickly and getting the benefit of up
to seven extra hours before a filing
date passes may be crucial. Using
the paper system, a filing date may
be lost if the application is not filed
at the USPTO by 5 p.m. EST, or at
least mailed via Express Mail by the
time the post office closes. e-TEAS
enables you to file until midnight,
providing applicants on the East
Coast an extra seven hours and those
on the West Coast an extra four
hours for filing.

Finally, cost savings may be substan-
tial. A company or law firm that files

First Trademark —"'“‘

Application of
Y2K Filed
Electronically
by Washington
Area Woman

by Jessie Marshall, Office of the
Commissioner for Trademarks

The U.S. Patent and Trademark Office

a large number of applications each
year can essentially cut the out-of-
pocket postage and/or fax expenses
for filing an application from $15-
20 down to nothing, simply by us-
ing e-TEAS and the Internet. For
example, it may cost $3-4 in long
distance charges to fax an applica-
tion to a client for review and signa-
ture and have it faxed back. It then
costs $10.95 to use Express Mail to
forward the application to the
USPTO; e-TEAS costs nothing. The
application is created electronically,
sent via e-mail to the client for re-
view and signature, returned via e-

mail, and filed electronically. Sav-
ings could be substantial over the
course of filing hundreds of appli-
cations.

Through the development and imple-
mentation of TEAS, e-TEAS and
PrinTEAS, the USPTO has estab-
lished itself as a trend-setter in the
information age. It will continue to
move into the new millennium with
electronic patent filing, paperless as-
signment recordation and other-in-
novations yet to be imagined.

from lefi: Lenny Seidel, Mares’ father, Under Secretary Dickinson;
Lori Mares; and Commissioner Chasser

received its first trademark application

saqio. stuuaq :opoyd

for 2000, filed electronically on Janu-

ary 1 by Lori Mares of Springfield, Virginia, for the
mark THEPIANOSCHOOL. She plans to use the mark
for services related to “private piano instruction.” Not
only is Mares’ application the first and only trademark
application to have been filed in the USPTO on January
1, 2000, it is probably the first and only one filed in the
world since national trademark offices around the world
were closed for the holiday.

Although the USPTO is closed on national holidays,
the on-line Trademark Electronic Application System
(TEAS) is available almost 24 hours a day, 7 days a
week. Even the New Year’s Day holiday doesn’t stop
the electronic trademark application filing process. But
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this year was different. All USPTO computer systems
had been shut down for the Y2K change over through-
out the New Year weekend. They were activated for a
few hours on Saturday, January 1, 2000, so that USPTO
employees could test the systems to make sure that the
Y2K fixes that had been deployed were functioning prop-
erly before coming back up for business as usual on
Monday morning. During the short time that the TEAS
system was being tested, Mares filled out her on-line
trademark application form and hit the SEND command.

Ms. Mares said that she had no intention of being the
first trademark applicant of the millennium. She had

continued on page 35
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by Ruth Ann Nyblod
Office of Public Affairs

The U.S. Patent and Trademark Office was
about to make history. Not only was it becom-
ing a performance-based organization but also
patent law was significantly changing after sev-
eral years of dramatic debate. [ was curious
about the man who had championed the patent
reform effort, and in February I had the plea-
sure of visiting with Chairman Coble in his
Capitol Hill office. With the beautiful Capitol
building in the background and spring begin-
ning to break, | may have been distracted un-
der any other circumstance. But [ was charmed,
not by the southern gentleman, but by the leg-
islator--the “pit bull” as someone had called
him, truly a term of endearment. Chairman
Coble’s devotion to the intellectual property
community is fierce, and he will fight to the end for
inventors--all inventors.

Here’s what he had to say...

Q. Mr. Chairman, Thank you so much for sharing
your valuable time with USPTO TODAY readers. Some
of us know you only as Mr. Chairman. Would you mind
telling us a little bit about your life before Congress?

A. 1 was born in Greensboro and reared in rural
Guilford County which is in the center of the state. My
dad was with the Belk Department Stores, a merchant.
My mom worked in a hosiery mill. She wasn’t an owner,
she was a hosiery mill worker, a machine operator. |
have one brother. I attended the public schools of
Guilford County and attended Appalachian State Uni-
versity in Boone, over the crest of the Blue Ridge Moun-
tains—my favorite part of North Carolina. [ was gradu-
ated from Guilford College, a small school in Greens-
boro, and then law school at the University of North
Carolina at Chapel Hill. Then I was elected and served
in the legislature back home for four terms. 1 was elected
to the Congress in 1984.

Q. North Carolina ranks within the top 20 states re-
ceiving the most patents over the last couple of decades.
Did this creative and inventive spirit inspire your sup-
port of intellectual property rights?

W

Congressman Howard Coble, Chairman of the

Subcommittee on Courts and Intellectual Property

A. Yes. When I assumed the chair of this subcommit-
tee, | made it clear to Chairman Hyde and to Newt
Gingrich, then the Speaker, that I am not an intellectual
property lawyer. Isaid [ would like very much to chair
the subcommittee. I’d served on the subcommittee since
I’d been in the Congress, so | was familiar with the sub-
jectmatter. ButI didn’t want to lull them into a sense of
false security thinking they had some hot shot IP lawyer
who could just waltz into it unopposed. Itold them also
that I would not campaign for the job. I’m not going to
have people calling you at 10:00 at night telling you
what a great guy Coble is. That may be why they ap-
pointed me. Having served on the subcommittee since
I’ve been in Congress, it became apparent to me early
on the favorable, obvious contribution the intellectual
property community directly makes to our trade bal-
ance and our profitability in this country.

Q. You have had some major accomplishments this
past year, one of which was the passage of the patent
reform legislation. After years of debate, what broke
through the logjam?
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A. Well, Congressman
Campbell and Congressman
Rohrabacher, both from
California, were vocal, out-
spoken opponents in the last
Congress. This time they
came our way. Congress-
man Manzullo
from Illinois
was opposed to
it last time. So
we had—par-
ticularly in
Campbell and
Rohrabacher—
two vocal re-
spected mem-
bers who had
changed posi-
tions. And |
think with that, they may have sent a message to the
inventor community that maybe this bill isn’t as bad as
we thought because Campbell and Rohrabacher were
not with us last time, but now they’ve changed their
position. Naysayers just saw a conspiracy. In fact |
was accused of conspiring with the Japanese and the
Chinese. There was never any support for that, but
those are the scare tactics they were using. And I think
that the more it was exposed to the light of day, people
concluded that this isn’t such a bad proposal after all,
and American inventors will benefit from it.

I’ll never forget that in the last Congress when we passed
the bill in the House, and it died in the Senate, a reporter
from San Francisco called and he said, “I’ve been cov-
ering the law of patents for 15 years.” He said “it is the
most dull, boring, esoteric area of the law—until now.
Keep it going!” He was referring, of course, to the heated
arguments we were having and particularly how Re-
publicans were arguing against Republicans, Democrats
arguing against Democrats.

I would also say we had good bipartisan support on our
subcommittee from the ranking member, Howard
Berman from California; Bill Delahunt, Massachusetts;
Zoe Lofgren, California; John Conyers, the Ranking
Member from Michigan. And then, of course, on our
side, we had Bob Goodlatte from the Roanoke Valley;
Chris Cannon from Utah; Eddie Pease from Indiana;
Bill Jenkins, Tennessee. We had just a good bipartisan
effort that took that thing forward.
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We still had that vocal group that opposed us. On final
passage in the House, someone came up to me and said,
Howard, don’t get a record vote—it may not pass. |
said, no, I want a record vote so the Senate will know
the margin of victory. If it had gone to voice vote, some
of those Senate people would not have known how strong
the support was. Ithink that helped our getting it passed.
We also had some good work done by the different rep-
resentatives from the different industries, corporations
actively involved in patent operations that helped us tre-
mendously on the Senate side because there were four
or five Senators last session—and also in this session—
who had just been convinced by these naysayers that it
was bad legislation.

The IP community celebrated the passage of the patent
bill with a reception. Someone told me that night that
the new law will do more to affect the law of patents
than any legislation since 1952.

Q. What are your goals for this year?
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A. Well, database protection is very important. We’ve
put many difficult hours in on that. We got it through
the House, twice last time, and then only to see it die in
the Senate. We’re having some problems with the Com-
merce Committee now, but they have a different version
of a bill. I believe that our version does far more to
afford protection to the database owner than does the
Commerce bill. Some people are opposed to our bill
because they want to be able to commit piracy on a
database and waltz away from it. It would be nice to
get it free—I don’t blame them, I’d like to do that, too.
So we’re going to be pushing real hard on the database
issue.

Protecting the PTO money wise is very important to us.
The folks down on the other end of Pennsylvania Av-
enue want to get their grubby paws on the PTO monies,
and it is my contention that the PTO monies are not tax
monies. | mean they’re user fees, paid by inventors.
And I don’t think the Administration should take one
penny from the PTO. In fact, we’re going to do our
darndest to keep that from happening.

Q. What is your vision of the Patent and Trademark

office after the effective date of the patent reform bill
[March 29]?

A. Greater autonomy, more flexibility, probably a bet-
ter turnaround time for the people you all serve down
there. That I think will be a direct result of the bill that
was passed. | know you need more examiners, and I
hope that will be forthcoming.

You know that the Administration wants to divert those
monies—I mean millions of dollars—they want to plow
into other programs. That money should be off limits.
They are PTO monies exclusively, paid into the coffers
by inventors.

Q. Tunderstand you will hold a PTO oversight hearing
in March. What issues will be you looking at?

A. We’ll probably get a response from you all to see
how things are going. To see if my words are prophetic,
if there is better autonomy, better flexibility. We need
to figure out a way to work with the appropriators to
make sure that no more money is going to be diverted.
That’s the number one patent priority for us. That’s a
nagging problem, as you know. Every session of Con-
gress it happens. We need to nail that down.

Q. We know you were instrumental in getting House
passage last year of legislation implementing the Madrid
Protocol. What do you think the prospects are for Sen-
ate passage?

A.. There are going to be some technical tweaks that
need to be done now that I understand the voting issue
has been resolved. You’re familiar with the EU [Euopean
Union]—they were looking at a vote for each country
and an additional vote for the EU. I think that’s all been
resolved, so I’'m hoping that it will be favorable.

Q. Is there anything else you would like to tell our
readers? Words of wisdom?

A. 1 want to express thanks to you all at PTO. As |
said, I think the average citizen—and | was guilty of
this before I came to this committee—I don’t think they

appreciate the good work that occurs within the walls
of the PTO.

America benefits from those hours that are put in down
there. A t-shirt that someone gave me the other day
says “Inventors Make Things Happen,” and I believe
that is true.

We just appreciate the good work the PTO does. In
fact, I’'m remiss. I told the Commissioner I want to
come down there and look around. Perhaps before the
end of spring I will do that.

Q. Mr. Chairman, thank you again. And, please do
come and visit the USPTO. I"d love to show you around.

A. Thanks for coming by.
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Secure and Confidential Access to
Patent Application Information
Now Available on the Internet

by Laura Cannon Maddix, Search and Information Resources Administration

The U.S. Patent and Trademark Office recently launched
the Patent Application Information Retrieval (PAIR)
system. The PAIR system makes it possible for appli-
cants, and their designated agents or attorneys, to se-
curely obtain up-to-the-minute information on their pend-
ing applications with Public Key Infrastructure (PKI)
digital authentication.

With a few quick mouse clicks, PAIR provides infor-
mation on:

B whether a patent application filing date has
been recorded;

B current status of the pending application;
B name of the examiner working on the ap-
plication and examiner contact information;
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B the patent application prosecution history;
and
B other helpful information.

To take advantage of the PAIR system for pending patent
applications:

B Arequestor must be either the applicant or
an officially designated representative of the ap-
plicant.

B The requestor must complete a Certificate
Action Form. See the USPTO Electronic Busi-
ness Center Web site at http://pto-ebc.uspto.gov
for the form and instructions. The requestor
must also have a customer number. Only those
cases that are associated with the requestor’s
customer number can be accessed using PAIR.
Request forms for a customer number are also
available on the USPTO Electronic Business
Center Web site.

B The requestor will need to install PKI soft-
ware on their computer.

Pending application information cannot be accessed
without the PKI software. Functions of the PKI soft-
ware include encryption and a digital signature. This is
done in order to ensure the confidentiality and integrity
of the application data. The USPTO will provide the
PKI software free of charge to those individuals ap-
proved for use of the PAIR system.

To take a test drive of the PAIR system, go to USPTO’s
Electronic Business Center at http://pto-ebc.uspto.gov,
and select the PAIR option. Enter any patent number to
see for yourself the information that can be accessed
readily via the Web. There is also general information
available on the PAIR system, answers to frequently
asked questions, and instructions on how to request PAIR
access for pending applications.
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National Intellectual Property Law
Enforcement Coordination Council Holds
Inaugural Meeting at PTO

by Vicki Allums, Office of Legislative and International Affairs

Under Secretary Q. Todd Dickinson chaired the inaugural meeting of the National Intellectual Property Law
Enforcement Coordination Council on January 21, 2000, at the U.S. Patent and Trademark Office. President
Clinton signed into law the Treasury/Postal appropriations bill on September 29, 1999, which contained a provi-
sion creating the first inter-agency group specifically charged with the mission of “coordinating domestic and
international intellectual property law enforcement among federal and foreign entities.”

The Council’s statutorily-des-
ignated members are: the As-
sistant Secretary of Commerce
and Commissioner of Patents
and Trademarks, the Assistant
Attorney General (Criminal
Division), the Under Secretary
of State for Economic, Busi-
ness and Agricultural Affairs,
the Deputy United States Trade
Representative, the Commis-
sioner of Customs, and the
Under Secretary of Commerce
for International Trade. The
Council is also required to con-
sult with the Register of Copy-
rights on copyright and related
rights and matters. Under Sec-

Left to right: Timothy J. Hauser, Deputy Under retary Dickinson and Deputy Attorney General Robinson
Secretary of Commerce for International Trade; co-chair the Council.

Alan P. Larson, Under Secretary of State for

Economic, Business, and Agricultural Affairs; The NIPLECC members began formulating a mission

James K. Robinson, Assistant Attorney General,
Criminal Division; Q. Todd Dickinson, Under
Secretary of Commerce for Intellectual Property
and Director of the United States Patent and

and activities for the Council, which will include work-
ing with intellectual property owners on such challeng-
ing and cutting-edge issues as enforcing intellectual prop-

Trademark Office; Richard Fisher. Deputy United erty rights on the Internet. Other Council activities will
States Trade Representative; and Raymond Kelly, include the coordination of U.S. Government technical
The Commissioner of Customs. assistance in the intellectual property enforcement area

worldwide to ensure that U.S. Government funding dol-
lars are wisely spent and have some measurable impact
on the enforcement regimes of developing countries.
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The domain name system was de-
veloped to make the World Wide
Web user-friendly for those who
wanted to construct a Web site or
home page. In order to have a site
“on” the World Wide Web an en-
tity—whether an individual, orga-
nization, institution, government,
or business—must be connected to
a server, either their own or some-
one else’s like America Online®.
Once connected to a server, an en-
tity can connect to the World Wide
Web using an I.P. (Internet Proto-
col) address. This is not an
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individual’s simple e-mail

address, but rather the

IP address is, initially,

a string of numbers

that identifies an

entity’s location on

the World Wide

Web and, in turn,

on the Internet.

However, it became

apparent quite early

in the evolution of

the World Wide Web,

that people had

trouble remembering

long number strings

(usually 10 numbers in

length), so these numbers

were translated into words - the
words of domain names.

Domain names were divided into
categories for easier administration
- .COM, .ORG, .NET, .EDU,
.GOV, and .MIL. These became
known as top level domains or
TLDs. It was also decided that the
categories of .COM, .ORG and
NET could and should be admin-
istered by private organizations. So
for most entities, the selection of a
TLD was as easy as checking off
the appropriate box when register-
ing their domain name with the reg-
istry organization. The second level
domain (the word or words to the
left of the TLD) became a critical
choice. Understandably, a com-
mercial entity would want to use a

Where Trademarks and Domain
Names Intersect

by Jessie Marshall, Office of the Commissioner for Trademarks

word or words that the public al-
ready recognized and associated
with that entity. What would make
more sense than using its already
well-established trademark or ser-
vice mark as its second level do-
main? And that’s when the prob-
lems started.

So, domain names are merely easy
to remember replacements for
number strings. Their purpose is
to identify a location on the World
Wide Web of a particular com-
puter. Any other purpose or sig-
nificance attributed to them has
nothing to do with their technical
origins as location identifiers. On
the other hand, the purpose of a
service mark is to identify and dis-
tinguish the services of one entity
from the services of others and to
indicate the source of the services.
It has nothing to do with identify-
ing the location of that entity on
the World Wide Web.

The purposes of domain names and
services have a very small inter-
section. In fact, their primary pur-
poses are antithetical to each other.
A domain name identifies a spe-
cific location in cyberspace. A ser-
vice mark identifies services and
indicates that they originate with
a particular entity. Under trade-
mark law, a designation that func-

continued on page 40
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Faces of the USPTO

Anne Chasser

Anne Chasser was appointed by the
secretary of commerce and sworn in
as commissioner for trademarks on
April 3, 2000.

“It is a great honor to be here at the
beginning of a new era for the
USPTO” said Chasser. “In our in-
creasingly global and electronic
economy, trademarks are becoming
even more important. They are the
street numbers on the information su-
perhighway. Trademarks are criti-
cal for protecting consumers as they
navigate the Internet, as well as for
ensuring the Web’s commercial in-
tegrity. In this environment, a good
name is exceedingly valuable.”

Most recently, Chasser served as the
assistant commissioner for trade-
marks. Before joining the depart-
ment, Chasser of Columbus, Ohio,
was the director of trademarks and
licensing services at The Ohio State
University, one of the nation’s larg-
est public research universities. At
the time of her nomination she was
also president of the International
Trademark Association, a trade as-
sociation of leading trademark own-
ers with over 3,600 members from
120 countries.

Nicholas P Godici

On April 3, 2000, Nick Godici was
appointed by the secretary of com-
merce and sworn in as commissioner
for patents.

“I feel incredibly honored, as a ca-
reer USPTO employee, to be selected
to lead the patents organization into
the next century and to be the first
person to serve as commissioner for
patents in the new performance-
based organization,” said Godici.

“I am extremely pleased at Nick
Godici’s selection for this important
position,” noted Under Secretary
Dickinson. “It comes at an oppor-
tune time. Nick’s experience and
leadership in our patents business are
tremendous assets and will be invalu-
able as we continue to manage the
USPTO’s explosive growth, while
assuring quality products and ser-
vices.”

Nick Godici, of Alexandria, Virginia,

has over 25 years of experience in
the intellectual property rights pro-
tection arena. As the principal advi-
sor to the assistant secretary and
commissioner of patents and trade-
marks, he is responsible for manag-
ing all aspects of the patent business
organization including examination,
search, and procedural functions and
the patent documentation organiza-
tions, which includes international
responsibilities, such as agreements
with other countries negotiated
through the World Intellectual Prop-
erty Organization.

Prior to his present position, Godici
served as the acting assistant com-

missioner for patents. Godici had
been nominated by the president for
the position of assistant commis-
sioner for patents and was in the pro-
cess of Senate confirmation when the
PBO came into effect. In addition,
he has served the PTO in several
other capacities including director of
a patent examining group, supervi-
sory patent examiner, and patent ex-
aminer.
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Clarence Crawford

Clarence Crawford, formerly asso-
ciate director of administration at the
Office of Management and Budget
(OMB), became associate commis-
sioner and chief financial officer at
the USPTO on November 8, 1999.
His title changed to chief financial
officer and chief administrative of-
ficer on March 29, 2000, the day the
USPTO became a PBO.

“Clarence Crawford brings to the
PTO a superlative record of govern-
ment service and a wide range of ex-
perience that will be helpful to the
agency as we face the challenges of
the years ahead,” stated Commis-
sioner Dickinson.

Prior to coming to the USPTO,
Crawford was the principal advisor
to the director of OMB on internal
management matters, managing the
agency’s budget, information tech-
nology, human resources, physical
and personnel security, publishing,
procurement, parking, and facilities
programs. He also served as the chair
of the Investment Review Board, and
ensured OMB’s compliance with the
Ethics in Government Act, Freedom
of Information Act, and the Privacy
Act. His experience prior to OMB
includes lengthy service in a variety
of positions with the General Ac-
counting Office, the Internal Rev-
enue Service, and the Washington,
D.C., Metropolitan Police Depart-
ment, where he began his career as
a police officer.
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Richard J. Apley

Richard Apley, a long-time employee
of the USPTO, is the new director
of the Office of Independent Inven-
tor Programs (OIIP). Established in
March 1999, OIIP aims to meet the
special needs of independent inven-
tors.

The Office of Independent Inventor
Programs, which was formerly
headed by Donald G. Kelly, estab-
lishes new mechanisms to better dis-
seminate information about the
patent and trademark processes and
fosters regular communication be-
tween the USPTO and independent
inventors. The OIIP also runs train-
ing programs and maintains a strong
presence at independent inventor
conferences by exhibiting and par-
ticipating in seminars.

“I am extremely pleased that Rich-
ard Apley has accepted this impor-
tant position,” noted Commissioner
Dickinson. He went on to say, “It
comes at a most opportune time.
America’s independent inventors are
avaluable intellectual and economic

resource and Richard Apley’s tre-
mendous experience and leadership
in this area are wonderful assets as
we work with independent inventors
to nurture this boundless creativity
by simplifying their access to our
patent system.”

In fiscal year 1999, America’s inde-
pendent inventors filed about 15 per-
cent of all the patent applications
received by the agency.

Apley is a native of Brooklyn, New
York. He received a bachelor’s de-
gree in civil engineering from
Rensselaer Polytechnic Institute in
1966 and began his career at the
Patent and Trademark Office imme-

diately thereafter. In 1974 Apley re-
ceived a juris doctor degree from the
University of Baltimore. He became
a Supervisory Patent Examiner in
1982 and has supervised art units in
mechanical and chemical engineer-
ing, computer controlled teaching
apparatus and simulators, biomedi-
cal and surgical devices and meth-
ods. Apley has been training coordi-
nator, lecturer, instructor, and men-
tor on and for a variety of USPTO
issues and programs.
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A Budget for All Seasons

by Clarence C. Crawford, Chief Financial Officer
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[editor 5 note: In March the President submitted to
the Congress his proposed federal budget for fiscal
year 2001. We thought a primer on the federal
budget cycle may bring this
complex process to light. We’ll
keep you posted in the follow-
ing months on the progress of
USPTO's budget.]

As certain as the seasons change,
each year the federal government
cycles through an elaborate pro-
cess that produces a budget to
guide and fund its future activi-
ties. Although at certain levels,
the budget process can challenge
even the most seasoned analyst
with its arcane and mind-numb-
ing detail and distinctive vocabu-
lary, we do well to keep in mind
that overall the federal budget is
made up of the same elements as
that of any household or small
business. Simply, those elements
are:
1. where income is coming from
and how much will there be,
2. what items to spend this income on and in what
amount, and
3. what will be accomplished by spending the speci-
fied amount on the designated activity or item.

Winter 2000
During the winter months of 2000 the USPTO worked
on three annual budgets simultaneously. They are:

e Fiscal year 2000. This is the current fiscal year
that began on October 1, 1999. For fiscal year
2000, the PTO is authorized to spend $880 mil-
lion. These funds are being used to address the
Under Secretary’s highest priorities, which are en-
hancement of the quality of patent and trademark
products and services through quality management,
training, and customer outreach; maintenance of
production at 1999 performance levels; and first

year implementation of the American Inventors Pro-
tection Act of 1999 (Public Law 106-113).

e Fiscal year 2001. This fiscal
year will begin on October 1,
2000. At this point in the bud-
get process, USPTO prepared
and submitted its corporate plan
for 2001 to the Congress for
their consideration and approval
later in the year.

e Fiscal year 2002. Although
this fiscal year won’t begin for
another 18 months, the USPTO
is already preparing for the 2002
corporate planning process.
New ways to address operations,
means to keep the agency abreast
of a rapidly changing and ex-
panding economy, and activities
to coordinate with other federal
agencies, international counter-
parts, and customers and stake-
holders are being planned.

Winter is a particularly impor-
tant time in the budget cycle. The law requires that, by
the first Monday in February, the President submit to
the Congress his proposed federal budget for the next
fiscal year, in this case fiscal year 2001. The White
House’s Office of Management and Budget (OMB) pre-
pares the budget proposal, after receiving direction from
the President and consulting with his senior advisors
and officials from Cabinet departments and other agen-
cies. Asa part of the Department of Commerce, USPTO
works closely with OMB in the formulation of the
President’s budget.

The USPTO is small in comparison to many other fed-
eral agencies, but it commands more than its share of
budgetary attention because of its financing character-
istics. Since 1993 the USPTO has been financially self-
sufficient, generating fee revenue from the sale of its
products and services to cover all of its costs without an
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appropriation from taxpayer revenue. The USPTO will
generate more than $1.1 billion in revenue in fiscal year
2001 and must demonstrate to the administration and,
later to Congress, that USPTO’s plans for use of these
funds will lead to greater productivity and improved level
of service to the agency’s customers. Thus, built into
USPTO’s budget request are numerous quality enhance-
ment activities such as the independent inventors pro-
gram, expanded training for patent and trademark ex-
aminers, and a continuation of the prominent quality
management program.

In addition, USPTO’s fiscal year 2001 budget includes
a continuation of the programs of upgrading the agency’s
information technology
infrastructure and imple-
menting the provisions of
the American Inventor
Protection Act, signed
into law on November
29, 1999. But perhaps
most importantly, the
USPTO budget reflects
efforts to keep up with
the growth in demand for
intellectual property pro-
tection that has been go-
ing on for a decade, but
has accelerated sharply
in recent years.
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In the spring, Congres-
sional budget review shifts into high gear. The Presi-
dent and the Congress decide how much to spend and
tax in any one fiscal year. The President’s budget is his
plan for the next year, but it’s just a proposal. After
receiving it, Congress has its own budget process to
follow. Only after the Congress passes, and the Presi-
dent signs the required spending bills has the govern-
ment created its actual budget.

Congress first must pass a budget resolution—a frame-
work within which the members will make their deci-
sions about spending and taxes. It includes targets for
total spending, total revenues, and the deficit, and allo-
cations within the spending target for the two types of
spending—discretionary and mandatory. Permanent
laws authorize mandatory spending, which accounts for
two-thirds of total federal spending, not by annual ap-
propriations bills. It includes, for example, entitlements
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and interest on the national debt.

Discretionary spending, which accounts for one-third
of federal spending, is what the President and Congress
must decide to spend for the next year through the 13
annual appropriations bills. It includes money for such
activities as the USPTO, as contained in the annual bill
put forward by the House and Senate’s appropriations
subcommittees on Commerce, Justice, State, and the Ju-
diciary.

Currently, the law imposes a limit, or cap, through 2002
on total annual discretionary spending. Within the cap,
however, the President and the Congress can, and often
do, change the spending levels
from year to year for the thou-
sands of individual federal
spending programs. In addi-
tion, the law requires that leg-
islation that would raise man-
datory spending or lower rev-
enues—compared to existing
law—be offset by spending
cuts or revenue increases. This
requirement, called “pay-as-
you-go,” is designed to prevent
new legislation from increasing
the deficit.

Once Congress passes the bud-
get resolution, it turns its atten-
tion to passing the 13 annual
appropriations bills and, if it
chooses, authorizing bills to
change the laws governing mandatory spending and rev-
enues. Congress begins by examining the President’s
budget in detail. Scores of committees and subcommit-
tees hold hearings on proposals under their jurisdiction.
The budget director, Cabinet officers, and other admin-
istration officials work with Congress as it accepts some
of'the President’s proposals, rejects others, and changes
still others. Congressional rules require that these com-
mittees and subcommittees take actions that reflect the
overall budget resolution.

Throughout each spring and into the summer, USPTO
senior officials are busy working with the staffs of the
responsible congressional committees and with OMB
and the Department of Commerce, to make sure that
USPTO’s budget request is properly justified and that
all parties thoroughly understand the agency’s program
priorities and the needs of its customers. This year
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Patents by the Millions

Years to reach a million

1911 1935 1961 1976 1991 1999 2004
1,000,000 2,000,000 3,000,000 4,000,000 5,000,000 6,000,000 7,000,000
projected

Year the Next Millionth Patent Issued

*The first U.S. patent was issued in 1790; however, the Patent Office did not number patents until 1836.

It is difficult to comprehend the growth magnitudes involved here. One dramatic example illustrating this growth
is the time to issue a million patet ts. More than 70 years passed before the first million numbered patents were
issued; throughout most of the 20 century patents were issued at the rate of one million every 20 years. On the
other hand, in the 21 st century the first million patents will be issued by the end of 2004 — a rate of one million every

five years, four times faster than the rate prevailing in the previous century.

USPTO staff will be particularly interested in making
sure that USPTO’s need to invest in the future is high-
lighted. The agency’s ability to support continued tech-
nology-driven economic growth depends critically on
these investments—in new patent and trademark exam-
iners, in process re-engineering and E-commerce, in
cutting-edge information technology—and considerable
effort will be spent in reinforcing this message on Capi-
tol Hill and elsewhere.

Summer 2000

During the summer, budget emphasis shifts ahead a year
as USPTO prepares to submit its 2002 Corporate Plan.
This year the agency will use the planning-budget pro-
cess to address numerous important issues. One such
issue is to improve funding authority. The USPTO will
request authority to access all fees collected from its
customers to augment the level of service delivered to

customers as well as ensure that future operational vi-
ability is not put at risk. The agency’s ability to func-
tion as a performance-based organization is predicated
upon its ability to secure a stable and dependable fund-
ing course.

In addition, it is clear the USPTO needs to continue and
expand its reinvention efforts. The future needs of
USPTO’s customers cannot be met indefinitely simply
by expanding human resources. In the past, the agency
has made progress in adjusting its operations to meet
demand while maintaining quality, but these efforts will
no longer be sufficient to achieve out-year performance
goals. Undoubtedly discussions of the 2002 budget will
address the return on investment to be realized from criti-
cal reinvention and automation efforts and the direc-
tions they should take.
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Annual Growth of
Patent and Trademark Filings
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Specifically for 2001, the USPTO is forecasting utility, plant, and reissue patent applications of 335,400 and trade-
mark applications of 363,700. Ifthese forecasts are realized, they will mean that patent applications have increased
by more than 75 percent in five years and that trademark applications have more than doubled in six years! Such
growth rates have presented challenges as well as opportunities to the USPTO, and will continue to do so. In
particular, the agency has found it very challenging to recruit, train, and retain the large numbers of skilled science
and engineering personnel necessary to handle such rapidly expanding workloads.

Autumn 2000

October 1 will mark the beginning of the 2001 fiscal
year. Although budget execution is performed through-
out the year, no time is more important for this compo-
nent of the budget process than budget initiation. Not
only is the USPTO involved in finalizing plans for the
new fiscal year and in setting up controls and proce-
dures, but also other agencies are looking over its shoul-
der as well. Once the President and Congress approve
spending, the government monitors the USPTO budget
through OMB; through the appropriate congressional
committees; and through the General Accounting Of-
fice, the auditing arm of Congress.

This oversight is designed to ensure:

e that agencies comply with legal limits on
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spending, and that they use budget author-
ity only for the purposes intended;

e that programs are operating consistently with
legal requirements and existing policy; and,
finally,

e that programs are well managed and achiev-
ing the intended results.

Throughout the year, USPTO will perform its budget
execution responsibilities to ensure that its customers
and the American people as a whole receive full value
for the money USPTO is authorized to spend. Fortu-
nately, the USPTO has a capable staff of budget ana-
lysts and managers and, in addition, its senior program
management recognizes the criticality of the process and
is willing to devote much essential time to it, whatever
the season.
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Helpful Hints

for patent applicants...

Before you apply for a patent:

\/ Make a record of your idea. Keep a working record of
progress on development of your invention.

\/ Search the pertinent prior literature in the field of your invention. Searches can be performed
at the PTO’s public search room, patent and trademark depository libraries, or on the Internet.

\/ Develop a business plan. Understand your financial needs, prepare a marketing scheme, and
investigate the financial soundness of your invention.

for biotech or design patent applicants...

\/ Any paper may be hand-carried to and received by Technology Center 1600/2900’°s Customer
ServiceCenter. If you are using a courier service please use the following address:

U.S. Patent and Trademark Office

Technology Center 1600/2900
Crystal Mall 1, 7" floor

1911 S. Clark St.

Arlington Va. 22201

Technology Center 1600/2900 can charge fees in house so your paper will not have to leave the Tech
Center. However if you wish to pay with cash, then you must submit your correspondence to the
Attorney’s Customer Service Window located in Crystal Plaza 2, lobby level between the hours of

8:30 a.m.- midnight Monday-Friday, except on federal holidays.

\/ The following information should be cited in the heading of your facsimile:

*
A X4

Application serial number

Art unit to which the application the assigned
Filing date of application

Examiner assigned to application

Title of the invention

Attorney docket number

X3

*

X3

*

X3

*

X3

*

K/
A X4
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Use the following FAX numbers:

(703) 305-3014
(703) 308-4242

(703) 308-2742
(703) 305-3592

(703) 305-1935

If the paper you are faxing requires a fee to be paid, you must have a deposit account and that deposit
account number along with authorization to charge the deposit account must be cited on your corre-
spondence.

for trademark applicants...

\/ To change the correspondence address in a trademark appli-

cation, submit a written request to the current location of the file.
Submitting a new power of attorney or a response on letter head
with a different address is not sufficient. You must specifically
request a change of address.

\/ To have a trademark application issue as a registration in the

name of a new owner, you must file a written request for the mark

to register in the new name. When an assignment is recorded in the Assignment Division, the appli-
cation record is not automatically updated with the name of the new owner. If your request is part of
another document (e.g., response to an office action), make sure the request to have the registration
issue in the name of the assignee is clearly visible (e.g., use heading or bold print).

\/ Use the USPTO’s forms whenever possible for anything and file as much as possible using the
Trademark Electronic Application System (TEAS).

\/ Once an application has been assigned a serial or registration number, place this number

clearly on the top right corner of each page of anything sent in to the USPTO. Also, include an
address to which any return office correspondence should be sent on each document you submit to

the office.

Y2K trademark application continued from page 21

lots of free time on New Years Day and took advan-
tage of that time to do something she had been work-
ing on and intending to do for a long time—file her
trademark application. “The application process
couldn’t have been simpler,” she stated. “It took 20-
25 minutes to do it!”

Lori Mares represents a group of customers that the
USPTO has been hoping to reach through the TEAS
system - small entrepreneurs who recognize the value
of having a registered trademark but who have been
hesitant to get involved in the registration process. The
goal of the TEAS project has been to make the process

Spring 2000

fast, easy, and accessible to anyone who wants to start
the trademark registration process by submitting an
application for registration. In Ms. Mares, the USPTO
has realized that goal. As she said, “You can register
your dream in less than half an hour.”

Anne Chasser, the commissioner for trademarks, is par-
ticularly pleased with the TEAS service provided to
individuals like Lori Mares. “This is the future - it is
here, it is now, it is happening,” stated Chasser during
her conversation with the first trademark applicant of
the new millennium.
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Business Is Booming

Managing
growth—while

improving quality—
is high priority for
USPTO

The U.S. Patent and Trademark Of-
fice is experiencing tremendous
growth in application filings for both
patents and trademarks. The patent
filing growth rate for the previous
five years has been 8 percent annu-
ally. In fiscal year 1999, however,
USPTO experienced almost a 13
percent growth rate. Similarly, the
growth rate in the trademark area for
the previous few years has been
about 12 percent annually. In fiscal
year 1999, however, trademark fil-
ings were up 25 percent.

A number of reasons could account
for this increase in growth rate. The
shift in the world’s economy to the
Information Age is one. Many new
high-tech businesses, such as com-
puters, software, the Internet, and
biotechnology rely disproportion-
ately on intellectual property to pro-
tect their inventions. In addition, in-
tellectual property systems have been
strengthened world-wide, and the
subject matter eligible for patentabil-
ity has been expanded to areas such
as gene sequences, software, and
business methods. The increase may
be partially attributed also to a strong

by Bruce Kisliuk, Office of the Commissioner for Patents and
Jessie Marshall, Office of the Commissioner for Trademarks

belief in the quality of the products
and services that USPTO offers.

Staffing

One of the ways the USPTO is ad-
dressing this growth is by expand-
ing its staff. Fortunately, the agency
is on the cutting edge of hiring prac-
tices with the use of electronic job
applications. For example, appli-
cants for patent examiner positions
can apply for a job over the Internet,
24 hours a day, 7 days a week.

The USPTO hired 728 patent exam-
iners in fiscal year 1998 and another
801 examiners in fiscal year 1999
bringing the patent examining corps
up to over 3,000 individuals. A ma-
jority of these examiners are in the
electrical and computer-related arts.

In Trademarks, 230 new examining
attorneys have been added to the ex-
amining corps since November
1997, almost doubling the size of the
workforce in 18 months. Currently,
the trademark examining corps to-
tals 367 individuals.

In order to compete in a very com-
petitive job market, the USPTO has
supplemented the generous govern-
ment benefits and flexible work

schedules already provided to em-
ployees. For example, recruitment
bonuses and relocation reimburse-
ments aid in the hiring program.
Expansion of these types of pro-
grams may also encourage patent
examiners to stay once they come on
board.

Another selling point for recruitment
is an examiner work-at-home pilot
in the Trademark area. Under this
program, trademark examining at-
torneys work from their homes on
specific days of the week. They have
access to all of the computer systems
available in the main offices and can
perform all of the day-to-day func-
tions of an examining attorney while
off-site. This year, the highly suc-
cessful Trademark Work-at-Home
program will be expanded from 18
examining attorneys to 80. A suc-
cessful work-at-home program will
help USPTO manage the growth of
its staff and the associated space re-
quirements.

Automation and Informa-

tion Channels

Another way the USPTO is manag-
ing its growing workload is through
aggressive automation and enhance-
ment of examiner resources.
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Improvements to examiner’s search
capability resources enable more
access to prior art than ever before.
Today, from a desktop computer,
patent examiners can search the full
text of over 2.1 million U.S. patents
issued since 1971; images of all U.S.
patent documents issued since 1790;
English-language translations of 3.5
million Japanese patent abstracts;
English-language translations of 2.2
million European patent abstracts;
IBM technical bulletins — a key da-
tabase in the software area; over
5,200 non-patent literature journals;
and more than 900 databases, includ-
ing Westlaw, Lexis-Nexis, and
Chemical Abstracts.

Trademark customers are now us-
ing their favorite Web browser to file
more than 2,000 applications per
month, without ever leaving the com-
fort of their home or office. Yahoo
Magazine has selected the Trade-
mark Electronic Application System
(TEAS) as one of the most useful
sites on the Internet. One satisfied
customer said that it was the “nicest
interaction” she ever had with the
federal government.

To take full advantage of TEAS and
improve customer service, USPTO
will fully implement the concept of
“one stop electronic shopping” in the
Trademark Examining Operation.
Under this new system, electronically
filed applications will be routed di-
rectly to an e-Commerce focused law
office for all initial processing, ex-
amination, intent-to-use processing,
and publication for opposition. The
applications will receive prompt ex-
amination, probably much faster
than their paper counterparts, and
applicants will be encouraged to use
electronic communication to handle
all examination activities associated
with the application. The e-Com-
merce law office will be available to
applicants sometime next year.

Spring 2000

On the patent side, the USPTO
launched the Patent Application In-
formation Retrieval (PAIR) system.
This now allows restricted Internet
access of patent application status
to patent applicants or their desig-
nated representative without com-
promising the confidentiality or se-
curity of the data. The PAIR Internet
site also contains a link to general
information on the USPTO and a
phone listing of patent examiners.

Electronic filing of patent applica-
tions is now in a trial phase. In De-
cember the USPTO received its first
utility patent application filed in elec-
tronic form. Since September 29,
1999, the USPTO has been equipped
to receive electronically application
data for certain biotech patent filings.
With the successful receipt of an
Internet filing of a gene sequence list-
ing for a pending biotech application,
EFS-BIO was officially inaugurated.
These pilots will be expanded to of-
fer electronic filing for all patent ap-
plications by the end of 2000.

At the same time, more and more
data is available to our customers via
the Internet. The USPTO Web site
is one of the most honored and
widely used government Web sites
on the Internet. In fact, it has been
named for the second year in a row
to Popular Science Magazine s “50
Best of the Web.”

All of these automation improve-
ments are helping the USPTO be
more responsive to its customers.

Quality

In addition to adding staff and auto-
mating USPTO operations, the
agency is also focusing a great deal
on quality. Under Secretary
Dickinson has placed a major focus
on agency-wide quality issues and
has established an Office of Quality
Management that reports directly to

him and coordinates all quality im-
provement efforts.

One area of focus is expanding ex-
aminer training. Last year, the
USPTO devoted over 100,000 hours
to training new examiners in USPTO
procedures. The existing examiner
corps received over 20,000 hours in
legal training, over 30,000 hours in
training on how to use USPTO au-
tomated search systems, and over
5,000 hours in technical training.

The USPTO is also reaching out to
understand its customers’ require-
ments and meet their expectations.
For example, Under Secretary
Dickinson has established a new
Office of Independent Inventor Pro-
grams, which helps address the spe-
cial needs of independent inventors.
The USPTO also conducts annual
customer surveys and uses this feed-
back to measure and improve its ser-
vice performance. These programs
are in addition to focus sessions, cus-
tomer outreach programs, and inter-
nal quality and customer service
measurement systems.

The challenges of managing growth
while keeping high quality standards,
are significant. Through staffing,
automation, and quality manage-
ment, however, the USPTO will meet
these challenges and continue to pro-
vide the quality of products and level
of service that its customers expect
and deserve.

Tod Preston, Office of the Under
Secretary, contributed to this article.
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Dearn Edctor,

I read the first issue of the on-line
PTO TODAY with great interest,
especially the article on the electronic
filing of the first utility patent appli-
cation. | am very much interested in
reviewing the feasibility of filing
patent applications electronically. |
understand that there is software |
can download from the USPTO Web
site. Is that so? If possible, could
you please send me information on
the electronic filing? I will be most
obliged. Thanks in advance.

Please also accept my hearty con-
gratulations for providing the patent
community with a great online, in-
formation-filled, and extremely use-
ful publication. I look forward to
reading the future publications.

Respectfully submitted,
Sudhir Deshmukh

Dear Mr. Deshmukh,

Currently, USPTO is accepting a
controlled number of new utility
patent applications of limited com-
plexity as part of the Electronic Fil-
ing System (EFS) pilot program.
This program, started in December
1999, will run through November
2000, after which the EFS will go
into production mode.

The USPTO has limited EFS pilot
participation to several firms and in-
ventors in the immediate Washing-
ton, DC area. During the early pilot
stages, the participant’s proximity to
USPTO allows EFS project staff to
make frequent site visits to answer
EFS questions, assist in the filing
process, and gather feedback on the
effectiveness of the EFS products.

This feedback will allow the USPTO
to work out legal, technical, and pro-
cessing issues of electronic filing.
Both the number of participants and
the amount of applications filed are
managed by the USPTO to closely
monitor the submission and process-
ing of these applications during the
pilot program.

Although pilot participation is lim-
ited, PTO expects to expand partici-
pation after August 2000, and inter-
ested parties are encouraged to re-
view the USPTO Electronic Busi-
ness Center’s Web site (http://pto-
ebc.uspto.gov/), which provides an
overview of USPTO’s electronic
commerce activities and the specif-
ics of the EFS pilot program. In par-
ticular, the Web site provides instruc-
tions for obtaining both a digital cer-
tificate and the Public Key Infra-
structure (PKI) software, which en-
sure secure transmittal to USPTO
and are mandatory prerequisites for
participation in EFS. Those inter-
ested in participating in the pilot pro-
gram may also e-mail the USPTO
at efs@uspto.gov, providing a con-
tact name, organization, phone num-
ber, and e-mail address. [see story on
p.39.]

Dean Editor,

Read with interest your article on
electronic filing of applications. Our
office is currently evaluating various
data base management systems, and
one of the questions that has come
up is how do the various systems
interact in the importing/exporting of
data entered by different software?
We are investigating systems which
purport to provide a fully integrated
version of the USPTO forms. What

platforms are the USPTO using in
the electronic filing pilot program?

Thank you for your attention to this
matter.

Theresa C. Walker
NASA Langley Research Center

Dear Ms. Walker,

The USPTO is in the process of re-
leasing a Request for Agreements
(RFA) to facilitate opportunities for
partnerships with industry to support
electronic filing of patent applica-
tions and related correspondence.
Through this initiative, we plan to
work with the database and tool ven-
dors to define and incorporate the
standards supporting the creation of
electronic documents for communi-
cations with the USPTO. The
USPTO’s approach is based on the
use of documents formatted using
standard eXtensible Markup Lan-
guage (XML). The specifications
for a number of types of XML docu-
ments have been defined and are cur-
rently being evaluated through vari-
ous pilot and prototyping efforts be-
ing conducted by the office. Our
goal is to partner with industry so
current and new systems used by our
customers are capable of generating
and incorporating information in for-
mats compatible with our Electronic
Filing System.

Dean Editor,

You mentioned that a change in the
name of an applicant may be accom-
plished by a written request /Janu-
ary Helpful Hints for Trademark Ap-
plicants. Also see p.35.] s there a
particular form online to accomplish
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the same? What is the address for
the Assignment Division?

Thank you,
Marlon Hill

Dear Mr. Hill,

There is no form. Send the request
to the examining attorney assigned
to the case. There must be an as-
signment recorded in our Assignment
Branch in order for the request to be
honored. The mailing address is:

Commissioner of Patents and
Trademarks
Box Assignment
Washington, DC 20231

Or fax to the U.S. Patent and Trade-
mark Assignment System
703/306-5995 [see p. 19 February
PTO TODAY online].

continued from page 17

e Title F provides for an optional
inter-partes reexamination pro-
cess for reviewing patent valid-

ity.

e Title G establishes the USPTO
as a performance-based organi-
zation, subject to policy direc-
tion by the Secretary of Com-
merce, with substantial au-
tonomy in decision-making
about the management and ad-
ministration of our operations.
It allows us to exercise indepen-
dent control of our budget allo-
cations and expenditures, per-
sonnel decisions and processes,
and procurements and other
functions.

Spring 2000

First Utility Patent
Application Filed
Electronically

Electronic Filing System pilot moves USPTO closer
to offering full service e-commerce

by Maria V. Hernandez, Office of Public Affairs

In December 1999, the USPTO received its first patent application filed in
electronic form. The representing law firm successfully transmitted the
appropriate form, a fee transmittal, a complete specification of 29 pages
with claims, 7 sheets of informal drawings, and a signed declaration and
power of attorney. All were received in complete and readable form, and a
filing date was granted.

This accomplishment comes on the heels of another successful electronic
filing of a gene sequence listing for a pending biotechnology application.
That filing inaugurated EFS-BIO, one of the components of the evolving
electronic filing system. EFS-BIO eliminates the cost and delay of physi-
cally handling, processing, and delivering gene sequence listings.

Unlike trademark applications, patent applications are confidential, pre-
senting the USPTO a special challenge. The USPTO is using ePAVE, a
computer application developed by the agency to provide its customers
with a means to enter transmittal information, bundle it with the gene se-
quence listing, compress the package, and transmit it. To address the con-
fidentially and integrity of the information as it is being transmitted over
the Internet, ePAVE leverages USPTO’s recently deployed Public Key In-
frastructure to digitally sign and encrypt the information.

The USPTO plans to offer electronic filing of most patent applications by
the end of the year.
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continued from page 27

tions ONLY as a locator (such as an
address or telephone number) can-
not be registered as a trademark. In
order to be considered a valid mark,
the designation must be used as a
trademark, must identify goods and
services and indicate their source.
However, a domain name can do
both - serve as a locator as well as a
source indicator.

The U.S. Patent and Trademark Of-
fice does not participate in any way
in the process of registration of do-
main names as locators, that is, as
URLs. That is done by Network So-
lutions, Inc. (NSI) and, now, by other
organizations cleared to perform this
function by the Internet Corporation
for Assigned Names and Numbers,
or ICANN. When a domain name is
the subject of a service mark appli-
cation, it must comply with estab-
lished trademark law in order to be
approved for registration. Its func-
tion as a URL is immaterial to this
determination.

Clearly, trademark law must be con-
sidered when developing a domain
name. However, it must be remem-
bered that the spheres of purpose of
these two mechanisms (for want of
a better word) are very different and
only have a slim intersection. They
cannot be equated and treated the
same way for both purposes. But the
intersection is an important one. A
trademark owner should register its
mark with the USPTO whether or
not it is going to be used in domain
names. The earlier a mark can be
registered, the more effective it will
be in ensuring the ability to use that
designation as a domain name or to
stop others from using it in their do-
main. Before developing marks,
whether they are going to be domain
names or not, it is wise to search the
World Wide Web to see if that des-

ignation is already being used by
someone else in their domain name.
Use as a domain name can cause
problems to a later user of the sec-
ond level domain as a trademark. The
domain name registry is a new and
huge factor to be considered when

For information concerning the poli-
cies of the USPTO regarding the ex-
amination of domain names pre-
sented for registration as trademarks
and service marks, see Examination
Guide 2-99 available at the USPTO
web site www.uspto.gov.

developing marks, but it can be used
to your advantage if analyzed and
used wisely.

Internet Enhances Financial Transactions
by Matthew Lee, Office of Finance

The U.S. Patent and Trademark Office upgraded its Revenue Accounting
and Management (RAM) system in December 1999 to provide customers
with added convenience and enhanced financial services. The upgrade is
part of the USPTO’s long-term strategy to modernize financial manage-
ment practices and procedures, to provide increased options for paying
required fees, and to provide improved service to USPTO’s customers.

The RAM system uses a secure environment and allows customers to do
the following transactions over the Internet through the US PTO Web site
at www.uspto.gov.

Replenish deposit account balances using a credit card;

View deposit account information including holder name, address, and
current balance;

Request a deposit account statement;

Add, change, or delete deposit account authorized users;

Request a form to change entity status;

Pay maintenance fees using a credit card; and

View 3 '4, 7., and 11 2 year payment window dates for maintenance
fees.

The USPTO currently accepts any of the following credit cards: American
Express, Discover Card, MasterCard, or Visa.

Customers using either the Netscape Navigator (Version 2.0 or higher) or
Microsoft Internet Explorer (Version 3.0 or higher) browser can access the
enhanced financial services features. The browser must be properly con-
figured to use Secure Sockets Layer technology that encrypts data travel-
ing between your browser and the USPTO server to protect your privacy.

The USPTO will provide to current deposit account holders, in their monthly
statements, passwords and access codes to replenish deposit account bal-
ances using a credit card; to view deposit account information including
holder name, address, and current balance; and, to request a deposit ac-
count statement.
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From the Editor

From the Editor

Since launching PTO TODAY online earlier this year, we have received many valuable comments from our
readers. Your feedback is critical to future issues of the magazine, both online and in print. Only you can tell
us how the publication satisfies your need for information as well as what areas of the magazine might be
improved.

The following questionnaire will appear from time to time in USPTO TODAY. Please take a few moments to
respond to the questions and return them either by e-mail to ruth.nyblod@uspto.gov or by mail to Editor,

USPTO TODAY, U.S. Patent and Trademark Office, Office of Public Affairs, Washington, DC 20231.

1. What information, specifically, did you find most useful in this issue of USPTO TODAY?

2. What additional content/information would be helpful to include in future issues?

3. Did you find the information timely? circle one
yes no not sure
4. How satisfied are you with a monthly online publication?
very dissatisfied dissatisfied neither dissatisfied nor satisfied
satisfied very satisfied
5. How often do you access USPTO TODAY online?
1-2x/month almost never never
6. Would you like to be/remain on our mailing list for future copies of USPTO TODAY in print?
yes no not sure
7. Please select the category which best describes your role with the USPTO.

independent inventor corporate inventor small business owner
attorney agent other

8. Is there someone else you know who should be receiving USPTO TODAY?
name
address
e-mail

Thank you for responding to our questionnaire.
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Editor, USPTO TODAY

United States Patent and Trademark Office
Office of Public Affairs

Washington, DC 20231

fold and tape
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Subscribe to USPTO TODAY

free quarterly print edition

Send your name and address to the Editor

by mail:

United States Patent and Trademark Office
Office of Public Affairs

Washington, DC 20231

by e-mail:
ruth.nyblod@uspto.gov

by fax:
703/308-5258

by phone:
703/305-8341
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Featured as one of

"Top 10 Educational
Sites on the World-
Wide Web"

Links

When I Grow Up... jobs and education
requirements for positions at the USPTO.

by Learning in Motion

J The U.S. Patent and
Trademark Office's Kids'
Pages went online in August
1999 as part of the USPTO's
celebration of National
Inventors Month.

Seasonal Themes

Patent, Trademark, and Copyright
Calendar of Trivia

Appropriate for Kinder-

garten through 12th The Kids' Pages: provide
Grade... or for anyone who patent and trademark

LT R T e el information in a language that

X X kids can understand; expose
intellectual property in children to the inventive

kid-friendly language. thinking process in a positive,
fun environment; reach out to
the future regarding growth in
intellectual property
technology; and generate an
interest in the patent and
trademark systems.
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